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Bef ore PAK, WARREN, and WALTZ, Adninistrative Patent Judges.

WALTZ, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s final rejection of clains 14, 16-18, 20, 22, 24,

26-28 and 33-34. dains 19, 21, 23, 25, 29-31 and 35, the
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remaining clainms in this application, were anmended subsequent
to the final rejection and have been all owed by the exam ner
(see the anendnent dated Aug. 21, 1995, Paper No. 8; the

Advi sory Action dated Sept. 11, 1995, Paper No. 9; and the
Brief, page 2).

According to appellants, the invention is directed to
internedi ates of a specified forrmula useful in the synthesis
of certain tetrahydroi m dazo[ 1, 4] benzodi azepi n-2-(thi)ones
that have anti-retroviral properties (Brief, pages 2-3).
Appel l ants state that the appealed clains stand or fal
together (Brief, page 3). |In accordance with this statenent
and the provisions of 37 CFR
8 1.192(c)(7)(1995), we select claim14 fromthe group of
claims and decide this appeal as to the ground of rejection on
the basis of this claimalone. A copy of illustrative claim
14 is reproduced and attached as an Appendix to this decision.

The exam ner has relied upon the follow ng reference as
evi dence of obvi ousness:

Car abat eas 3, 384, 635 May 21, 1968
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The appeal ed clains stand rejected under 35 U . S.C. § 103
as unpat ent abl e over Carabateas (Answer, page 2). W affirm
this rejection for reasons which foll ow.

OPI NI ON

The conpounds specified in claim14 on appeal contain an
unsubstituted am no substituent at the 9-position (see formla
I1-H). The exam ner finds that Carabateas di scl oses conpounds
whi ch are generic to the conpounds clai ned by appel |l ants
(Answer, page 2, citing Carabateas, col. 1, |. 45+).
Appel l ants do not contest this finding (Answer, page 3; Brief,
page 5; Reply Brief, page 1). The exam ner finds that
Car abat eas di scl oses several exanples of specific conmpounds
with an “am no-type group” on the benzene ring, such as an
al kyl am no substituent (Answer, page 2, citing Carabateas,
col. 8, Table C, conpounds 7J, 7K, and 7L). Appellants do not
contest this finding regarding the al kyl am no substituents
(Brief, sentence bridging pages 5-6).

The exam ner finds that |oweral kyl am no substituents are
considered to be equivalent to primary am no substituents on
t he benzene ring by Carabateas (Answer, page 2, citing

Carabateas, col. 1, Il. 63-65). 1In view of these findings,
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t he exam ner concl udes that Carabateas as a whole fairly
suggests the conpounds recited in claim 14 on appeal for his
di sclosed utility as antagoni sts of anal gesic agents (Answer,
par agr aph bridgi ng pages 2-3, citing Carabateas, col. 2, II.
1-3).

Appel l ants argue that Carabateas fails to disclose any
speci fi c conpounds that have primry am no substituents
anywhere on the benzene ring (Brief, pages 5-6). Furthernore,
appel l ants argue that the al kyl am no substituents disclosed by
Carabateas are not in the 9-position (id.). Appellants submt
that the Carabateas disclosure of “am no” along with el even
ot her substituents, taught for any of the 6, 7, 8, or 9-
positions, does not teach or suggest appellants’ specific
selection of primary amno at the 9-position (id.). Finally,
appel l ants argue that there is no notivation from Carabat eas
to insert a primary am no group at the 9-position unlike
appel l ants’ conpounds whi ch nust have a prinmary am no group at
the 9-position to be useful as an internediate in the
preparation of the TIBO conmpounds of Fornula (I)(Brief, pages

7-9).
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The exam ner concedes that not every disclosure of a
generic formula in a prior art reference that enconpasses the
cl ai med conpounds is sufficient to render the cl ai med species
conmpounds obvious, citing In re Baird® (Answer, page 4).
However, as noted by the exam ner on pages 2-4 of the Answer,
Car abat eas di scl oses the sanme basic ring structure as recited
in claim14 on appeal and the cl aimed conpounds vary only by a
singl e substituent on the benzene ring of this basic
structure. Carabateas further teaches that various |ow
nmol ecul ar wei ght substituents such as hal ogen, | ower-
al kyl am no and am no substituents are relatively equival ent
for purposes of his invention, and exenplifies specific
conpounds where the 8-position is substituted by al kyl am no
and the 9-position is substituted by hal ogen (see Carabat eas,
col. 1, |. 45-col. 2, 1.3; Table Cin col. 8, conpounds 7J,
7K, 7L, 7Mand 7N). Additionally, the reference specifically
teaches how to prepare the unsubstituted am no substituent on
the benzene ring (see Carabateas, col. 3, |I. 24-32). W
agree with the exam ner that the conpounds recited in claim 14

on appeal would have been fairly suggested by the disclosure

16 F.3d 380, 382, 29 USP@d 1550, 1552 (Fed. G r. 1994).
5



Appeal No. 1997-1826
Application No. 08/304, 951

and teachings of Carabateas as a whole. See In re Burckel,
592 F.2d 1175, 1179, 201 USPQ 67, 70 (CCPA 1979) (“[ Al
reference nmust be considered not only for what it expressly
teaches, but also for what it fairly suggests.”).
Appel l ants’ argunent that Carabateas fails to
specifically disclose any conpounds with primry am no
substituents in any of the positions of the benzene ring is
technically correct? but not persuasive (Brief, pages 5-6;
Reply Brief, page 1). “Exanples in a reference are nerely
that, exenplary of the broader disclosure, all of which is
avai lable for what it clearly teaches.” In re Wdner, 353
F.2d 752, 757, 147 USPQ 518, 523 (CCPA 1965). See also In re
Lanberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA

1976) (“The fact that neither of the references expressly

di scl oses asymmetric dialkyl noieties is not controlling; the
guestion under 35 USC 103 is not nerely what the references
expressly teach, but what they woul d have suggested to one of

ordinary skill in the art at the time the invention was

2Al t hough no exanples in Carabateas are directed to
primary am no substituents, the reference specifically teaches
the preparation of conpounds with a primry am no substituent.
See col. 3, |l. 24-32.
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made.”). The reference, as a whole, clearly teaches
unsubstituted am no substituents, the exanples show equival ent
substituents in the 9-position, and therefore 9-am no
tetrahydro-1, 4- benzodi azepi nes woul d have been well within the
ordinary skill in the art at the tinme of appellants’
i nvention.

Appel lants’ sim lar argunent that Carabateas does not
di scl ose any exanples where there is am no substitution at the
9-position of the benzene ring is also not persuasive (Brief,
pages 5-6). As discussed above, a reference nust be
considered as a whole, not just for the teachings of the

exanples. See Wdner, supra. Furthernore, Carabateas does

di scl ose substituents at the 9-position of the benzene ring
that are taught as equivalents to the amno group (e.g.,
hal ogen substituents, see col. 1, |Il. 60-64, and Table Cin
col. 8, conpounds 7Mand 7N). Accordingly,
1, 4- benzodi azepi ne derivatives with a 9-am no substituent
woul d have been well within the ordinary skill in the art in
vi ew of the disclosure and teachi ngs of Carabateas.

Appel  ants’ argunent that Carabateas does not teach or

suggest appellants’ utility and thus there is no notivation
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fromthe reference to insert a primary am no group at the 9-
position of the benzene ring is not well taken (Brief, pages
7-9; Reply Brief, pages 1-2). As stated by our review ng
court in In re Kenps?®

[a] |t hough the notivation to conbine here differs

from that of the applicant, the notivation in the
prior art to conbi ne the references does not have to
be identical to that of the applicant to establish

obvi ousness. In re Dillon, 919 F.2d 688, 693, 16

U S P.Q2D 1897, 1901 (Fed. Gr. 1990)(in banc).

Accordi ngly, although Carabateas does not disclose any
notivation or suggestion to provide a primry am no
substituent at the 9-position of the benzene ring in order for
t he conpounds to be useful as internediates in the preparation
of appellants’ TIBO conmpounds, Carabateas does provide a
notivation or suggestion to one of ordinary skill in the

anal gesic art that 9-primary am no 1, 4-benzodi azepi ne
derivatives woul d have been useful as antagoni sts of anal gesic
agents. This is all that is required to establish a prinma

faci e case of obviousness. See Kenps, supra.

397 F.3d 1427, 1430, 40 USPQ2d 1309, 1311 (Fed. Gr
1996) .
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For the foregoing reasons, we determ ne that the exam ner
has established a prima facie case of obviousness in view of
the reference evidence. Based on the totality of the record,
gi ving due consi deration of appellants’ argunents, we
determ ne that the preponderance of evidence weighs in favor
of obvi ousness. Accordingly, the examner’s rejection of the
clainms on appeal under 35 U.S.C. § 103 as unpatentabl e over

Car abateas is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
Chung K. Pak )
Adm ni strative Patent Judge )
)
)
)
Charles F. Warren ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Thomas A. Waltz )
Adm ni strative Patent Judge )
t dl
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Audl ey A. C anporcero, Jr.
JOHNSON & JOHNSON

One Johnson & Johnson Pl aza
New Brunswi ck, NJ 08933-7003
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APPENDI X
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